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R. J. Reynolds Tobacco International, Inc.
Winston-Salem, North Carolina 27102

Paul R. Bourassa
Senior International Counsel

May 4, 1994

VIA DHL

Ms. Carmen DePape

Clerk

Standing Committee on Health
House of Commons

Ottawa, Ontario

K1A 6A6

CANADA

Dear Ms. DePape:

I am pleased to enclose the submission of R. J. Reynolds Tobacco Company ("RIRTC") to the

Standing Committee on Health in relation to the plain packaging of tobacco products.

RJRTC's submission consists of a position letter addressed to the Committee by Mr. Wayne W.

Juchatz, Senior Vice President, General Counsel and Secretary of RIRTC and of an opinion
addressed jointly to RJRTC and Philip Morris International Inc. by former United States Trade
Representative Carla A. Hills, now a partner in the Washington, D.C. law firm of Mudge Rose
Guthrie Alexander & Ferdon.

As prior commitments prevent Ambassador Hills from appearing before the Committee,
RJRTC has asked former Deputy United States Trade Representative Julius L. Katz, Mudge
Rose partner N. David Palmeter and Richard Dearden, partner in the Ottawa office of the
Gowling, Strathy & Henderson law firm to present its submission to the Committee and
answer any questions the Members may have in relation to RIRTC's trademark and investment
concerns.

I have attached the Curriculum Vitae of Ambassador Hills, Ambassador Katz, Mr. Palmeter
and Mr. Dearden.

165PRB:emk
Telephone: (H10) 741-5885 Teletax: (910) 741-5622
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Carmen DePape
May 4, 1994
Page Two

Ambassador Hills was the United States Trade Representative from 1989-93, In that capacity,
Ambassador Hills negotiated the North American Free Trade Agreement, a multitude of trade
agreements; market-opening agreements; investment treaties as well as intellectual property
protection agreements with a host of countries. Prior to becoming President Bush's chief trade
advisor and negotiator, she founded successful law firms in Los Angeles and Washington,
D.C,, and served as Secretary of Housing and Urban Development (1975-77), and Assistant
Attorney General (Civil Division, 1974). She serves on the boards of several multinational
corporations.

Ambassador Katz is President of Hills & Company, International Consultants. He served as
the senior Deputy United States Trade Representative fiom 1989-93, where he was the chief
negotiator of the North American Free Trade Agreement, led the negotiations for the United
States - U.S.S.R. Trade Agreement, and oversaw the Uruguay Round of multilateral trade
negotiations. Prior to joining USTR, Ambassador Katz worked in the private sector in
international trade facilitation. He was Chairman and Chief Executive Officer of the futures
brokerage activities of Donaldson, Lufkin and Jenrette (1980-85). Ambassador Katz served 30
years in the Department of State, holding senior positions in economic and business-related
posts, including Assistant Secretary of State for Economic and Business Affairs (1976-79).

Mr. Palmeter is a well known expert in the field of international trade law. He has represented' |

various manufacturers that export to the United States, including Canadian enterprises, in a
multitude of antidumping, countervailing duty, tariff and customs matters. He has authored a
number of essays, articles and book reviews on international trade. He presently co-authors
the CCH publication NAFTA WATCH with Richard Dearden.

Mr. Dearden is also a well known expert in international trade law. He has been appointed to

Canada's roster of panellists used to resolve trade disputes between Canada and the United

States pursuant to the Canada - U.S. Free Trade Agreement and has represented a number of
clients in trade related matters. He is a frequent speaker and a prolific writer in the area of

international trade law.

I trust this is satisfactory and remain available should further information be needed.

Yours truz

Paul R. Bourassa

165PRB:emk
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Tobacco Gompany

May 3, 1994 WAYNE W. JUCHATZ
Senior Vice Prasident
General Counsel and Secretary

Winston-Salem, N.C. 27102
219-741-6378

The Standing Committee on Health
House of Commons

Ottawa, Ontario K1A6A6

Canada

Re: Plain Packaging of Tobacco Products
Dear Sirs:

We thank you for giving us the opportunity to submit a brief to your Committee and to have our
representatives present our position to you.

R. J. Reynolds Tobacco Company (“Reynolds“) is & wholly owned subsidiary of RJR Nabisco, Inc., a
publicly owned food and tobacco multinational with operations in over 160 markets. Reynolds’
interest in appearing before your Committee is based on the potential loss of its trademark rights.

Reynolds wholly owns RJR-Macdonald, Inc. ("Macdonald"), a Canadian manufacturer of tobacco
products. Macdonald has manufactured and sold tobacco products in Canada for over 100 years. It
owns the well-known trademarks EXPORT "A" and MACDONALD. Reynolds itself owns the world .
famous trademarks CAMEL, WINSTON, VANTAGE and MORE which are used on tobacco products’
that are either imported into Canada by Macdonald or manufactured under license by the latter for
distribution and sale in Canada.

These trademarks and the goodwill attached to them have been developed over many years of effort
and investment. Their purpose is to distinguish the products they represent from those of competitors.
Removal of trademarks from packages would destroy the value of those trademarks and severely
impair consumers’ ability to distinguish one product from another. Plain packages will unavoidably be
easier to counterfeit and to smuggle.

Trademarks are the most valuable assets of Reynolds and Macdonald. In its 1993 Annua) Report, RIR
Nabisco, Inc. valued its trademarks as an asset worth more than $8 billion. The EXPORT "A"
trademark alone exceeds $100 million in value. The plain packaging of tobacco products would
constitute an unprecedented and unparalleled attack on Reynolds’ investments in Macdonald, and on
Reynolds’ own trademarks in Canada. No other couniry in the world has adopted such measures.

As demonstrated in the attached opinion of former U.S. Trade Representative Carla A, Hills, plain
packaging legislation would violate three international agreements to which Canada is a party and
would give rise to a claim under the provisions of the NAFTA for hundreds of millions of dollars in

compensation,

L
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The Standing Committee on Health
May 3, 1994
Page 2

We understand that Health Department officials have admitted to your Committee that they do not
have any evidence that plain packaging would reduce the consumption of cigarettes. We understand
that the Health Department has not even studied the effect of Phase I health wamings and it has
already announced the coming into force of Phase Il health wamings in September 1994, Those
warnings will become the most prominent in the world. Macdonald and other Canadian manufacturers
have already spent millions of dollars to comply with Phase I and Phase Il requirements.

In short:

L plain packaging legislation would violate Canada’s obligations under
NAFTA, GATT and the Paris Convention; and

2. plain packaging legislation would be an unlawful expropriation of trademarks
and investments for which proper and full compensation, in the hundreds of
millions of dollars, would have to be paid.

Based on the attached opinion from Ambassador Hills, Reynolds will take all required legal action to

prevent the infringement of its trademark rights and the unlawful expropriation of its investments in
Canada. The shareholders of RJR Nabisco, Inc. would demand no less.

truly Yo

\-\T/

Wayne W. Juchati

WWI:jt !

Attachment

1€6L LLOTS



52077 7932




o
¥

MupGe Rose GUTHRIE ALEXANDER & FERDON

150 MAIDEN LANE 2121 K STREET, N.W. SUITE 2020
NEW YORK, REW YORK 10038 333 BOUTH GRAND AVENUE
212-510-2000 WASHINGTON, D.C. 20037 LOS ANGELES, CALIF. 90071
213-612-1112
$30 FIFTH AVENUE
SUITE 1850 202-429-93%% SUITE 900, NORTHBRIDGE CENTRE
NEW YORK, H. Y. 10111 518 NORTH FLAGLER DRIVE
212-332-1600 WEST PALM BEACH, FL, 33401
CABLE ADDRESS 407-850-8100
MORRIS CORPORATE CENTER TWO BALTUCH'NS-WASHINGTON -—
ONE UPPER FOND ROAD BLDG. O 1T TELEX! 440264 12, RUE BE L& PAX
PARSIPPANY, NEw JERSEY G7054 FACSIMILE: 202-429-9367 750032, PARIS, FRANCE
201-335-D0O04 () 42, 8. 8. 7}
3 1994 TORAMOMON 37 MORI BUILDING
l!ay ’ ) 5-1 TORANOMON 3-CHOME. MINATO-KU

TOKYD 105, JAPAN
103) 3437-2081

R.J. Reynolds Tobacco Company

401 North Main Street

Winston-Salem, North Carolina 27102
Philip Morris International Inc.

800 Westchester Avenue
Rye Brook, New York 10573

Re: Legal Opinion With Regard to Plain Packaging of
Tobacco Products Requirement Under Internatjonal
Agreements

Dear Sirs:

You have asked us to provide a legal opinion analyzing the
consistency of the plain packaging requirement for cigarettes being‘-'
considered by the Standing Committee on Health of the House of
Commons of the Canadian Parliament with relevant international
intellectual property agreements.

It is our opinion that a plain packaging proposal' would
infringe the trademark rights of foréign investors who own or
control the trademarks on cigarettes sold in Canada, in violation

of the Government of Canada’s obligations under:

! For purposes of this opinion, we assume that a plain
packaging proposal would severely restrict the use of trademarks

and trade dress in Canada.

EEEL LLOZIS



1) the Paris Convention for the Protection of Industrial
Property;

2) the North American Free Trade Agreement ("NAFTA"); and

3) the Uruguay Round Agreement on Trade-Related Aspects of
Intellectual Property Rights, Including Trade in
Counterfeit Goods ("TRIPS") contained in the recently
signed Final Act embodying the results of the Uruguay
Round Multilateral Trade Negotiations.

It is also our opinion that, under NAFTA, any such plain
packaging requirement would constitute an expropriation of the
investments of U.S. manufacturers of tobacco products and their
subsidiaries in Canada, requiring substantial compensation, which
you have told us would be in excess of hundreds of millions of

dollars.

I. STATEMENT OF FACTS

The proposal currently before the Standing Committee on Health

requiring plain packaging of cigarettes does not provide ahy

information on the specific type of plain packaging requirementdg”

that would be imposed.

All cigarettes sold in Canada are branded with distinctive
trademarks and trade dress, and a major portion of those brands are
protected by trademarks owned or controlled by foreign investors.
As is the case with m&at consumer product manufacturers,
manufacturers of tobacco products have spent large amounts of money
and time in developing and achieving market share in Canada with
its product trademark and trade dress, which are major company

assets,
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A plain packaging requirement that interferes with the use of
the trademark or trade dress of cigarette packaging, which includes
distinctive lettering, design or coloring, would cause consumer
. confusion and significant commercial damage. Such plain packaging
. i__' requirement would significantly encumber the use of a company

of these highly valuable company assets, thereby resulting in

;' tremendous losses.

- IX. TEE PMIN PmGIlIG REQUIMT HO‘U’I.D VIOIATE

Protection of foreign manufacturers and trademark owners
N engaging in business in Canada is provided under three agreements:
v the Paris Convention for the Protection of Industrial Property
2 {most recently revised at Stockholm in 1967), the NAFTA, and the
:_ recently signed Uruguay Round TRIPS Agreement. Canada is a
signatory to all three agreements. Together, they provide
i.:fundamental rights with respect to the registration, use and

f Enforcement of trademarks.

1. Sgope of Protection
Canada is a member of the union of countries formed under the

?ris Convention for the Protection of Industrial Property. As a

lult of its membership in the Paris Union, Canada has assumed

- 38

9 , trademark or trade dress and would substantially diminish the worth
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certain specific legal obligations to protect industrial property.?
The Convention states, inter alia, that the "“protection of

industrial property has as its object . . . trademarks . . ., .=?

The authoritative Guide to the Application of the Paris Convention
For the Protection of Industrial Property (hereinafter WIPO Guide),

published by the World Intellectual Property Organization ("WIPO"),
which administers the Paris Convention,* defines a trademark as "a
sign serving to distinguish the goods of one enterprise from those
of other enterprises."’
The proprietor of -a trademark generally has the excluasive
right to use the trademark® and may request a member country:
to refuse or to cancel the registration, and

to prohibit the use, of a trademark which
constitutes a reproduction, an imitation, or a

2 Paris Convention for the Protection of Industrial
Property, Article 1(1).

3 Id. at Article 1(2). The Canadian Trade-Marks Act
provides that: "trade-mark means (a)} a mark that is used by a

person for the purpose of distinguishing or so as to distinguish
wares . . . manufactured [or] sold . . . by him from those
manufactured [or] sold . . . by others, (b) a certification mark,
(c) a distinguighing guise, or (d) a proposed trade-mark.
"Distinguishing guise" means {(a) a shaping of wares or their

containers, or (b) a mode, a wrapping or packaging wares the.

appearance of which is used by a person for the purpose of
distinguishing or B0 as to distinguish wares . . . manufactured
[or] sold . . . by him from those manufactured [or] sold . . . by
others." Canadian Trade-Marks Act Annotated at 2-2, 2-4 (1991).

¢ Technically, the Guide was published by the WIPO’s
predecessor organization, the United International Bureau for the
Protection of Intellectual Property (BIRPI).

§ G.H.C. Bodenhausen,

Guide to the Application of the Paris
Convention For the Protection of Industrial Property, 22 (BIRPI

1968).
[ .I.d-
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translation, liable to create confusion, of a
mark considered by the competent authority of
the country of registration or use to be well
known in that country as being already the
mark of a person entitled to the benefits of
this Convention and used for identical or

similar goods."’
The WIPO Guide notes that confusion can be created by the use of
identical or similar trademarks or form of packaging.®
In addition, Article- équinquies(A)- -provides that, once
registered, a trademark must be protected, subject to the limited
reservations set forth in Article 6équinquies(B). These

reservations, indicated in a limited enumeration, provide grounds

for refusal or invalidation.” A member country may invalidate

trademark registration only if:
1) the mark infringes rights already acquired in the country
in which protection is claimed (a gimilar trademark i
already protected in Canada) ;! =

2) the mark is devoid of any distinctive character!!, merely
descriptive or a generic name; or . '

3) the mark is contrary to morality or public order.®?

7 Paris Convention, Article ébig(l) (emphasis added).
s WIPO Guide at 145.

’ Id. at 111.

©  Id. at 115,

n The WIPO Guide notes that a mark may be devoid of any:

distinctive character when it is too simple (a single star, crown
or letter) or too complicated (giving the impression of being an
adornment or decoration of the goods concerned, or of being merely
a slogan congisting of recommendations to buy or use such goods).

id.

1 A mark contrary to morality would, for example, be a mark
containing an obscene picture. Examples of marks contrary to
public order could be a mark containing a religious symbol, or a

5
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If the exceptions do not apply, a trademark "may be neither denied

registration nor jnvalidated.*? Signatories may not apply other

grounds for refusal or invalidation of the registration of
trademarks.

The '"repression of unfair competition" 1is a separate
obligation under the Paris Convention and is an important element
in the protection of industrial property.”® In fact, one of the
justifications for requiring the protection of marks is that the
use of a confusingly similar mark will, in most cases, amount to an
act of unfair competition and be considered prejudicial to the
interests of those who will be misled.® Article 10bis(l) requires
the countries of the Union to assure nationals of other member
countries effective protection against unfair competition and
prohibits "all acts of such a nature as to create confusion by an}

means whatever with the establishment, the goods, or the industrial

or commercial activities, of a competitor."” The WIPO Guide

states that "in many cases, infringement of industrial property

mark containing an emblem of a forbidden political party. Id. at
116.

13 Paris Convention, Article 6quinquies(B) (emphasis added).

u The trademarks must be "covered" by this Article in order
to be protected. "Covered" trademarks are those trademarks which
are duly registered in the country of origin and which, with regard
to the signs of which they are composed, must be accepted for
filing and protected, subject to the provieions in Article
6équinquies. WIPO Guide at 114.

15 Ig. at 23; Paris Convention, Article 1(1).
16 WIPO Guide at 90-91.

1 Paris Convention, Article 10bis{(3)(1).
3
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rights, such as the right to a trademark or a trade name, . .
will at the same time be an act olf unfair competition.*® RAlsgo, as
noted above, any act which creates confusion with the goods of a
competitor may constitute unfair competition.

Finally, Article 7 prohibits the nature of tﬁe goods to which
a trademark is to be applied from being an obstacle to the
registration of the mark.” ' The interpretive history® of the
provision strongly suggests that most countries, including Canada,
recognize their obligations under Article 7, not only to register
all marks regardless of the nature of the product, but also to
refrain from "suppressing or limiting" the exclusive right of the
trademark owner to use a mark as long as the sale of the product is
legal. Under Canadian law, use of a mark in commerce is required
for both registration and renewal of a trademark, and non-use is é

grounds for cancellation.

It should be added that, as a general principle of customary

international law, countries can temporarily set aside their treaty
obligations if neceggary to deal with an unexpected emergency. A

fundamental change of circumstances which was not foreseen by the

parties when they signed a treaty can justify the t:emporary'

18 .I.d-

i Id. at Article 7. Note that NAPTA Article 1708(5)
contains parallel language ("the nature of the goods or services to
which a trademark is to be applied shall in no case form an
obstacle to the registration of the trademark").

2 Actes de Lisbonne at 694-704, 761-763 (1958); gee

aenerally, Stephen P. Ladas, Patent Trademarkg. and Related Rights
Vol. II at 1247-1249 (1975).
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suspension of a specific provigion of a treaty.» During the
suspension, the larger legal relations between the parties
established by the treaty will not be affected, and the parties
will refrain from acts that would tend to obstruct the full
resumption of the operation of the treaty after the emergency
passes.?
2. Yiolation of Obl}igations

The plain packaging requirement for cigarettes would violate
Canada‘s obligations to protect trademarks and trade dress,
pursuant to Articles 1, 6bis, 6quinguies{A), 7 and 10bis of the
Paris Convention. The proposal undermines the value of the mark
protected by Articles 1(2), 6bis, 6quinquies(A) and fails the
"likelihood of confusion" test by requiring packaging that makes
the producte nearly indistinguishable in the marketplacé;

Similarly, requiring virtually identical marks for different brands

of cigarettes is an infringement of trademark and trade dress-

rights and would itself constitute a form of unfair competition in
violation of Article 1, paragraph 2 and Article 10bis. In
addition, the plain packaging proposal undermines Canada's

obligation under Article 10bis to prevent confusion and unfair

u Vienna Convention on the Law of Treaties, Article 62(3);
gsee alpo Article 44. (The Vienna Convention formalizes the well-
established customary principles of international treaty law, and
Canada is a signatory. BEven though the United States is not a
signatory of the Convention, it scrupulously adheres to its
precepts) .

u Id. at Article 72.

QveL LL@ZS
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competition because in eliminating distinctive marks, it makes
both inevitable.

The plain packaging proposal cannot be jugtified under the
limited exceptions set forth in 6quinquies(B). The plain packaging
proposal would not fall within any of the three enumerated
exceptions because the trademarks at issue do not *invalidate other
trademarks"”, are not "devoid of any distinctive character,” and are
not "contrary to morality or public order." .

The plain packaging proposal also would violate Article 7 of
the Paris Convention because it would effectively prohibit use of
cigarette trademarks in commerce. If the non-use results in the
cancellation of existing marks or an inability to register new
marks, it would constitute a breach of Canada‘’s obligations under
Article 7. -

Finally, the plain packaging proposal cannot be justified

under the general principle under customary international law

allowing for temporary measures in unexpected emergency situations.
Nothing in the proposal suggests that it would be a temporary
measure. If anything, the clear implication is that the ban on the
use of the trademark would be permanent. Therefore, the
"fundamental change of circumstances" escape clause under
international law would not permit Canada to deprive trademark
owners of their substantive rights under the Paris Convention and

could lead to an abrogation of Canada’s obligations under the

Agreement.

Tv6L LLDTS
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1. Scope of Protection

Canada also has ratified the North 2aAmerican Free Trade

Agreement and has agreed to provide adequate and effective
protection for the trademarks of U.S. corporations pursuant to
Chapter 17,2 which requires adherence to the Paris Convention.

Indeed, NAFTA contains far more specific definitione and

requirements than the Convention itself.

NAFTA Article 1708 defines a trademark as consisting of any

sign or any combination of signs, capable of distinguishing the

'goods of one person from those of another, including personal

names, designs, letters, numerals, colors, figurative elements, or
the shape of goods or of their packaging.® To ensure adequate and
effective protection, each NAFTA Party is required to provide a

registration system™ and specify what conditions may be placed on

registration.” 1In addition, a Party may not register trademarks -

that misrepresent geographic origin, that generally designate goods
to which the trademark applies, or that consist of immoral,

deceptive or scandalous matter.?”

B NAFTA Article 1701.
M Id. at Article 1708.

s Id. at 1708(4).

» Id. at Article 1708(3). A Party must require the use of
a trademark to maintain a registration. Id. at Article 1708(8)-
1708(9).

n Id. at Articles 1708(13); 1708(14),
10
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NAFTA sets forth the rights of trademark owners after
registration. Specifically, paragraph 2 of Article 1708 requires
NAFTA Parties to provide registered trademark owners with the right
to prevent other persons from using identical or similar marks for
identical or similar goods, where such use would result in a
likelihood of confusion.® 1In addition to providing protection
against infringement by private parties, NAFPTA places limits on the
extent to which a signatory government may provide exceptions that
encumber trademark rights. Paragraph 5 of Article 1708 provides
that a Party may not make "the nature of the good" an obstacle to

registration. Article 1708{10) further provides that "a Party may

It is important to note that in terms of providing for general

exceptions from NAFTA obligations for reasons such as health and .

safety, as set out in NAFTA Article 2101(1),* Chapter 17

A Id. at Article 1708(7). These rights must extend for at.

least ten years and must be indefinitely renewable if the terms for
renewal are met for not less than ten years.

» Id. at Article 1708(10) (emphasis added).

b For the purposes of :

{a) Part Two (Trade in Goods), except to the extent
that a provision of that Part applies to services
or investment, and

(b) Part Three (Technical Barriera to Trade), except to

the extent that a provision of that Part applies to
services,

11
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(Intellectual Property} was specifically excluded, Therefore,

there are no general or specific exceptions that would permit a
NAFTA Party to avoid its obligation to provide trademark protection
under Article 1708.

Violations of NAFPTA may be raised on a government-to-
government basis or by private parties through Canada’s domestic
legal system. Chapter 20 sets forth NAFTA’'s general dispute
settlement provisions, based on GATT dispute settlement procedures,
which include consultations and panel review.¥ NAFTA also
provides remedies to private parties under domestic law, including
the right to seek injunctive relief and damages through civil court

proceedings or arbitration,®

GATT Article XX and its interpretative notes, or any equivalent
provision of a successor agreement to which all Parties are party,
are incorporated into and made part of this Agreement. The Parties
understand that the measures referred to in GATT Article XX(b)

include environmental measures necessary to protect human, animal”

or plant life or health, and that GATT Article XX(g) applies to
measures relating to the conservation of living and non-living
exhaustible natural resources. Id. at Article 2101 (General
BExceptions}.

1 Under NAFTA, the Free Trade Commission oversees
implementation of the Agreement and dispute settlement. The Free
- Trade Commission ("FTC") was established pursuant to NAFTA Article
2001. The standard dispute settlement process, under the NAFTA,
entails consultations between the disputing parties, a meeting with
the Free Trade Commission if the consultations fail, and as a last
resort, the convening of an arbitration panel.

Ags a general matter, disputes regarding any matter

arising under both NAFTA and GATT or any agreement negotiated
thereunder, may be settled in either forum at the discretion of the

complaining Party. See NAFTA Article 2005,
2 Id. at Articles 1714, 2022.

12
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2. Yiolation of Obligations
The plain packaging proposal would, if adopted, violate

Canada‘’s obligations under NAFTA Article 1701, as well as
paragraphs 2.and 10 of Article 1708. The proposal would seriously
diminish the integrity of the trademark and substantially degrade
the value of the distinctive packaging, or trade dress, in which
the companies have invested heavily over the years. Therefore, the
proposal would deny adequate and effective protection to basic
trademark intellectual property rights in wviolation of NAFTA
Article 1701.

In mandating plain packaging, Canada would create "confusion
as to the source of the products," in violation of paragraph 2 of
Article 1708. It also would violate paragraph 10 of Article 1708
by encumbering the use of the trademark by reducing the function of

the trademark as an indication of source. These violations are

made more egregiocus by the fact that the elimination of brand

distinctiveness is not an unintended consequence, but rather a

deliberate objective of the proposal.

The TRIPS Agreement, included in the provisions of the
recently signed Final Act embodying the results of the Uruguay
Round of Multilateral Trade Negotiations, contains a broad
definition of trademark rights. Specifically:

any sign, or combination of signs, capable of
distinguishing the goods or wservices of one

13
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undertaking from those of other undertakings, shall

be capable of constituting a trademark. Such

signs, in particular words including personal

names, letters, numerals, figurative elements and

combinations of colours as well as any combination

of such s'gns are eligible for registration as

trademarks. '
Once registered pursuant to paragraph (1) of Article 16, the owner
of a trademark has the right to prevent others from using identical
or similar marks for goods-that are -identical or similar, where
such use would result in a likelihood of confusion.¥ 1Initial
trademark registration, and each renewal of registration, is for a
term of no less than seven years and is renewable indefinitely.¥
Pursuant to Article 20, the use of a trademark in the course of
trade may not be unjustifiably encumbered by special requirements,
such as use in a manner detrimental to its capability to
distinguish the goods of one undertaking from those of other

undertakings, This Article parallels NAFTA Article 1708,

paragraph 10. Finally, the TRIPS Agreement requires a Party to

adhere to the standards set forth in the Paris Convention.¥
TRIPS provides for the enforcement of intellectual property

rights at the domestic and international level. Members are

required to ensure that civil judicial procedures concerning the

enforcement of any intellectual property rights covered by the

» TRIPS Article 15 (Protectable Subject Matter).
M Id. at Article 16 (1) (Rights Conferred).
¥ 1d. at Article 18 (Term of Protection).
% Id. at Article 20.
n Id. at Article 2(1).
14
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Agreement are available to the rights holders.® TRIPS Article 64
provides that the procedures set forth in the Understanding on
Rules Governing the Settlement of Disputes, administered by the
Dispute Settlement Body ("DSB"), are available for government-to-
government dispute resolution, which may include conciliation,
arbitration, and review by a panel.® If the panel concludes that
the offending Party’s measure is inconsistent with an agreement,
compensation or suspension of tariff concessions may be authorized
if the Party does not follow the panel’s recommendations.¥

The TRIPS Agreement contains two reservations that limit the
protection given to trademark holders. Pirst, Article 17
(Bxceptions) allows the Signatories “to provide limited exceptions

to the rights conferred by a trademark, such as fair use of

descriptive terms, provided that such exceptions take account of

n TRIPS Articles 41, 42.

¥ Note: disputes which do not allege specific violations’

of the TRIPS Agreement (Sub-paragraphs XXIII:1(b) and XXIII:1(c) of
the GATT 1994) will not be permitted to participate in the dispute
settlement procedure for a period of five years from the entry into
force of the Agreement establishing the World Trade Organization
(to be established as the successor entity to the GATT upon

implementation). During this time period, the TRIPS Council will .

examine the scope and modalities for Article XX:III:1(b) and
Article XX:III:1(c) type complaints made pursuant to this
Agreement, and submit its recommendations to the Ministerial
Conference for approval. See TRIPS Article 64.

“ The level of the suspension of concessions authorized by
the DSB will be equivalent to the level of the nullification or
impairment. If the Member concerned objects to the level of
suspension proposed or claims that certain principles or procedures
have not been met, the matter will be referred to arbitration. §See
TRIPS Understanding on Rules and Procedures Governing the
Settlement of Disputes, para. 22.6. The parties must accept the
arbitrator’s decision as final and shall not seek a second
arbitration. Panel Report at para. 22.7.

15
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the legitimate interests of the owner of the trademark and of third
parties."" Second, according to Article 8 (Principles), "Members
may, in formulating or amending their national laws and
regulations, adopt measures necessary to protect public health and

nutrition, and to promote the public interest in sectors of vital

importance to their socioc-economic and technological development,

this Agreement."®

We note that GATT Article XX(b) (General Exceptions) contains
a similar exemption allowing a Contracting Party to adopt or
enforce measures necessary to protect human, animal or plant life
or health as long as the measure is necessary and does not
constitute a disguised restriction on trade.® GATT Article XX(b)
is intended to allow Contracting Parties to impose trade;

restrictive measures inconsistent with the General Agreement to

pursue overriding public policy goals only to the extent that such

inconsistencies are unavoidable.“ As Canada pointed out in recent
GATT dispute settlement proceedings,* the proponent of the public

4“ Id. at Article 17 (Exceptions) (emphasis added).
“ Id. at Article 8 (Principles) (emphasis added).

® GATT Article XX(b):; Panel Report, United States -
. Int’l, Legal Materials, Vol. XXX,

No. 6, 1598 at para., 5.27 (1991) (hereinafter Panel Report).

“ Id. citing Panel Report on "Thailand - Restrictions on
Importation of and Internal Taxes on Cigarettes®, adopted 7
November 1990, BISD 378/200, 222-223, paras. 73-74.

s Id. at para. 4.9. (The United States had not
demonstrated to the Panel - as required of the Party invoking an
Article XX exception - that it had exhausted all options reascnably
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health exception has the burden of proving the imposed measure is
"necessary." The burden of proof algo would rest on the proponent
trying to establish that the trademark violations are unavoidable.
To meet the burden of proof, the Governmment would have to
demonstrate that alternatives do not exist which could achieve the
Government’s objective without violating valuable trademark rights.
2. Vielation of Obligations |

Canada has recently signed the Uruguay Round Agreement.
Although it is not yet in force, as a signatory, Canada has agreed
to bring itself into compliance with the TRIPS Agreement upon
implementation.

The plain packaging requirement violates TRIPS Articles 16 and
20. Plain packaging for all cigarettes would result in exactly the
type of confusion proscribed by paragraph (1) of Article 16 of the

Agreement, since the appearance ©of the products would be

substantially similar regardless of the manufacturer. Plain -

packaging also would be a special requirement which would
unjustifiably encumber the use of a trademark in violation of
Article 20 in absence of evidence that such measure was justified.

The public health exceptions set forth in TRIPS Article 8%
would not apply in this case since, regardless of the public health
or other public interest motivations behind the legislation, it

would be inconsistent with the TRIPS Agreement itself. GATT

available to it to pursue its dolphin protection objectives through
measures consistent with the GATT).

46 TRIPS Article 8{1); GATT Article XX(b).
17
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Article XX(b) also would not apply in this case and would not
relieve Canada of its obligations under the Agreement since,
according to the record of the proceedings, the Canadian Health
Department has conceded that there is no reliable evidence that
plain packaging would reduce the sale of cigarettes. Therefore,
the Government, by its own admission, cannot satisfy the burden of

proof necessary to invoke the GATT Article XX(b) -exception.

III. THE PLAIN PACKAGING REQUIREMENT WOULD CONSTITUTE AN
EXPROPRIATION OF THE EXISTING INVESTMENT OF U.S. MANUFACTURERS
W 1OBH W _E'R N CANADR UNDER L 48 AX

Y L) L ;

Imposition of the plain packaging requirement would give
foreign investors the right to invoke Canada’s obligations under
Chapter 11 of NAFTA pertaining to investment.¥ Specifically, the
requirement would amount to an expropriation of a 1awfu11$r
registered trademark in violation of Article 1110(1), giving rise
to massive compensation claimg.

A. Scope of Protection

The investment provisions contained in Chapter 11 of NAFTA

protect the investments of investors of Parties to NAFTA through

provision of non-discriminatory treatment (Articles 1102 and 1103); |

freedom from performance requirements (Article 1106); free transfer

of investment-related funds (Article 1109); and the requirement

a7 NAFTA Article 1101.
“ Id. at Article 1110.
18
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that expropriation must be carried out in conformity with standards
set out under internaticnal law (Article 1110(1)).%
NAFTA Article 1110(1), Paragraph 1 provides that:
No Party may directly or indirectly
nationalize or expropriate an investment of an
investor of another Party in its territory or
take a measure tantamount to nationalization

or expropriation of such an investment
("expropriation") except:

(a) for a public purpose;
(b) on a non-discriminatory basis;

(c) in accordance with due process
of law and Article 1105(c); and

(d) on payment of compensation in
accordance with paragraphs 2
through 6.%
Paragraph 1 of Article 1105 provides that investments must be
treated "in accordance with international law, including fair and
equitable treatment and full protection and security."®
Paragraphs 2 through 6 of Article 1110 provide that compensation

must be equivalent to the fair market value of the expropriated

investment as of the date of the expropriation; paid without delay;

and be fully realizable.®

Article 1139 subparagraph (g) of Chapter 11 defines the term

investment as including "real estate or other property, tangible or

intangible, acquired in the expectation or used for the purpose of

e Id. at Articles 1102, 1103, 1106, 1110(1).
% 1d. at Article 1110(1).

51 Id. at Article 1105(1).

52 Id. at Article 1110(2)-(6).
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economic benefit or other business purposes . . . ."® Thus, as
intangible property, trademarks clearly are within the scope of
what is considered an "investment" for the purposes of Chapter 11,
Article 1139 also defines an investor as "a Party or state
enterprise thereof, or a national or an enterprise of such Party,
that seeks to make, is making or has made an investment."® To
qualify for Chapter 11’s protections, an-investor of a Party must
own or control directly or indirectly the investment as defined
under Article 113%(a) through (h). -

It is important to note that paragraph 7 of Article 1110
provides that its requirements do not apply to the issuance of
compulsory licenses, or to the revocation, limitation or creatibn
of intellectual property rights, as long as such actions are
congistent with the requirements of Chapter 17 pertaining té

intellectual property.® As discussed above, the plain packaging

requirement would be inconsistent with the provisions of Chapter

17, in particular Article 1708(10) (which prohibits the imposition
of special requirements that encumber trademark use), and therefore

would not be exempt from Article 1110.

The plain packaging requirement significantly encumbers the
right to use a particular word in a trademark or a loge (a logo may

include design and color), and as such, trademark rights, as

53 Id. at Article 1139(g).

e Id. at Article 1139.

5 Id. at Article 1110(7).
20
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defined in Chapter 17, are being expropriated. As investors of a
NAFTA Party, those U.S. enterprises who own trademarks or have
investments in companies that own trademarks have the right to
invoke the protection against unlawful expropriation of their
investment under Article 1110(1). To be lawful, the expropriation
must meet the criteria described above. If these criteria are not
met, the expropriation itself would be subject to challenge under
the government-to-government dispute settlement procedures under
NAFTA Chapter 20 and by private parties.* Even if the
expropriation is lawful, it would be at great cost to the Canadian
Government as the compensation claims of affected foreign trademark
holders would be staggering, amounting to hundreds of millions of
dollars. It is alsc important to note that regardless of the
outcome of the interpretation of public purpose, the violationé
under Chapter 17 would remain since the exemption under Chapter 11

would not apply.

% _ Note: A Party’s accession and acceptance of the NAFTA
constitutes the requisite consent to submit investment disputes to
binding arbitration. The -arbitration, which will be between a
private investor and one of the Parties to the Agreement, can take
place in one of three places: the International Center for the
Settlement of Investment Disputes ("ICSID") (when both the host
country and the investor’s home country are signatories to the
ICSID convention); the ICSID "Additional Facility" (which can be
used when only one Party is a member of ICSID); or an ad hoc
arbitration under UNCITRAL Arbitration Rules. Parties must be
willing to abide by the arbitration award and, in this regard, must
enact any legislation necessary to make the awards enforceable in
their national courts.

21

£56L LLOTS



 r———

IV. CONCLUSION
As outlined in the preceding sections, the plain packaging

requirement would wviolate the Paris Convention on Industrial
Property; Chapter 17 of NAFTA, specifically Article 1701, and
paragraphs 2 and 10 of Article 1708; and Articles 16 and 20 of the
TRIPS Agreement. These violations would give rise to claims by
foreign manufacturers of tobacco producte in Canadian courts for
injunctive relief and damages and the possibility of government-to-
government dispute settlement proceedings. In addition, the
proposal would amount tec an expropriation of property rights of
foreign investors under NAFTA Article 1110(1), requiring the
payment of prompt, adequate, and fully realizable compensation.
In evaluating the legality of the proposed plain packaging
requirements under international agreements, we are in no way

questioning the Canadian Government’s authority to prohibit that

which can be shown to be harmful to health. However, Canada cannot..

attempt to discourage the use of such products by undermining the

value of a trademark, or encumbering its patent system, or

weakening the level of copyright protection. For example, if, in

an effort to make soft drinks that contain sugar and caffeine less
attractive to children, Canada required the companies to market the
product in a plain white can with the brand name written in black
in a non-distinctive small type along the bottom of the can, Canada
would violate its obligations to protect trademarks and prevent

unfair competition under both NAFTA and the Paris Convention.
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It is instructive to note that the Canadian plain packaging
proposal is not without antecedents. 1In 1990, the International
Trademark Association ("INTA"), a not-for-profit association with

a worldwide membership of over 2700, including close to 100
Canadian members, opposed "The Tobacco Control and Health
Protection Act," a similar trademark-restrictive proposal, which
was pending before the U.S. Congress. The legislation would have,
among other things, imposed limits on the use and display of
trademarks in cigarette packaging and advertising. Although much
less draconian than the Canadian proposal, experts weighed in
against the proposal on the grounds that it placed unreasonable
restrictions on trademark owners. They argued that these
regtrictions would interfere with the historic purpose of
trademarks -- to permit consumers to distinguish between competing
brands:

Regulating a particular product by placing limits

on the form or style in which its trademark may be

used... sets an unsound legislative precedent. 1If

such restrictions are put into effect for tobacco

products, they could easily be extended to any

product that Congress seeks to regulate, be it

high-sugared, high-cholesterol, alcoholic, or

whatever is the product of concern at the moment.

Such legislative activity would result in a large

number of products that could not be distinguished

by their trademarks and to widespread destruction

of many trademark identities that consumers rely on
to recognize the products of their choice.¥

51 Hearings on the U.S. Tobacco Export and Marketing
Practices and the Tobacco Control and Health Protection Act, Before
the Subcomm. on Health and the Environment of the Comm. on Energy
and Commerce, House of Representatives, 101 Cong., 2d Sess. 828
(1990) (letter from Mr. Garo A. Partoyan, President, U.S. Trademark
Association) (currently known as the Int’l. Trademark Association).
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In short, INTA opposed the bill as an unjustified restriction on
the rights of trademark owners to use and display their logos or
symbols. The measure died in committee, and has not been revived.
For the same reasons, the current proposal should be rejected.
The enactment of a plain packaging requirement by the Canadian
Parliament would be a blatant violation of the Paris Convention,
NAFTA, and the GATT/TRIPS Agreement which Canada has agreed to
implement. Not only would it infringe the trademark rightas of
foreign investors protected under international agreements, but it
would also amount to an expropriation of property rights requiring

the payment of significant amounts in compensation.

MUDGE ROSE GUTHRIE ALEXANDER
& FERDON

' CArla A, Hills
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TRADING SYSTEM, Harvester/Wheatsheaf, London (1993).

"The Antidumping Law: A Legal and Administrative Non-Tariff
Barrier," in Boltuck and Litan (Eds.) DOWN IN THE DUMPS: ADMINIS-
TRATION OF THE UNFAIR TRADE LAWS, Brookings Institution, Washington
(1991). |

"Conceptual and Procedural Biases in the Administration of the
Countervailing Duty Law," (co~author) in Boltuck and Litan (Rds.)
DOWN IN THE DUMPS: ADMINISTRATION OF THE UNFAIR TRADE LAWS,
Brookings Institution, Washington (1991).

“"The Rhetoric and the Reality of the United States Antidumping
Law,” in Hindley (Ed.), REGULATQORY TRADE MEASURES AND THE CONCEPT
OF FAIR TRADE, Basil Blackwell, London (forthcoming).

"Commentary," on Hudec, "Thinking About the New Section 301: Beyond
Good and Evil" in Bhagwati and Patrick (Eds.), AGGRESSIVE UNILATER-
ALISM, University of Michigan Press, Ann Arbor (1990).

"pProtectionism by Legal Complexity: The Growth of U.S. Trade Law,"
in Demaret, Bourgeois and Van Bael (Eds.) TRADE LAWS OF THE
EUROPEAN COMMUNITY AND THE UNITED STATES IN A COMPARATIVE PERSPEC-
TIVE, Cocllege of Europe, Bruges (1989).

"The FTA Rules of Origin: Boon or Boondoggle?®, in Dearden, Hart
& Seger (Eds.) LIVING WITH FREE TRADE: CANADA, THE FREE TRADE

AGREEMENT AND THE GATT, Institute for Research on .Public Policy,

Ottawa (1989). -
"Adjustment to Import Competition: The ’Safeguard’ Provision of

the Trade Act," in Birenbaum (Ed.) THE 1988 TRADE LAW: WHAT IT
AFFECTS AND WHAT IT MEANS, Prentice Hall, Clifton, N.J. (1988).

Articles: Aacademjc and Professional

WPacific Regional Trade Liberalization and Rules of Origin," 27
Journal of World Trade No. 5 (1993).
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"Environment and Trade: Much Ado About Little?™ 27 Journal of
World Trade No. 3, p.55 (1993).

"Antidumping and Hungary: Resolution of the U.S. Legal Standard
Awaits Another Day," International Bar Association, Eastern

European Forum Newsletter, Vol. 3, No. 1, p.19 (Summer 1993).

"Antidumping and Market Oriented Industries in Hungary: A U.S.
Attempt to Refine its Standards,”™ International Bar Association,
Eastern European Forum Newsletter, Vol. 2, No. 2, p. 32 (Winter
1992).

“"The U.S. Search for Net ESP: -Antidumping Comparisons When Value
is Added After Importation and Before Sale," 26 Journal of World
Trade No. 4, p. 113 (1992}.

"The Honda Decision: Rules of Origin Turned Upside Down,"™ 32A The
Free Trade Observer 513 (June 19%2).

"Environment and Trade: Who Will be Heard? What Lav is Rele-
vant?®, 26 Journal of World Trade No.2, p. 5 (1992).

"/Bubbles of Capitalism’: A New Approach to U.S. Antidumping
Investigations for Eastern Europe,” Internatjional Bar Association,

Eastern European Forum Newsletter, Vol. 1, No. 2, p. 7 (Winter
1991). _

"The Rhetoric and the ﬁaality of the United States Antidumping
Law," 14 The World Economy No. 1, p. 19 (1991)

"The U.S. Rules of Origin Proposal to GATT: Monotheism or
Polytheism?" 24 Journal of World Trade No. 2, p. 25 (1990). -

"section 301: The Privatization of Retaliation,” 3 Transnational
Lawyer 101 (1990).

"Hong Kong and the U.S. Antidumping Law," 20 Hong Kong Law Journal
62 (1990).

"The FTA Rules of Origin and the Rule of Law," Proceedings of the

Seventh Judicial Conference of the United States Court of Appeals
for the Federal Circuit, 128 FRD 500 (1990).

"Investment in the United States: The Scene is Changing," 17

International Business Lawyer No. 9, p. 424 (1989) (co-author).

"The Impact of the U.S. Antidumping Law on China-U.S. Trade,* 23
Journal of World Trade No. 4, p. 5 (1989).

"Representing Exporters and Importers in U.S. Antidumping Investi-
gations," 3 Review of International Business Law 1 (1989).
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"Agriculture and Trade Regulation: Selected Issues in the
Application of U.8. Antidumping and Countervailing Duty Laws," 23
Journal of World Trade No. 1, p. 47 (1989).

"The Canada-U.S. FTA Rule of Origin and a Multilateral Agreement,"
16 International Business Lawyer No. 11, p. 513 (1988).

"Gray Market Imports: No Black and White Answer,™ 12 World .

Competition No. 1, p. 49 (1988) reprinted in 22 Journal of World
Trade No. 5, p. 89 (1988).

"The Antidumping Emperor," 22 Journal of World Trade No. 4, p. 5
(1988). _

"Exchange Rates and Antidumping Determinations," 22 Journal of
World Trade No. 2, p. 73 (1988).

"Material Retardation in the Establishment of an Industry Standard
in Antidumping Casesg," 21 Journpal of World Trade Law No. 6, p. 113
(1987).

"Regulation of Imports in the United sﬁatasz From Trade Policy to
Trade Law," 13 Droit et Pratigue in Commerce International/
International Trade Law and Practice 507 (1987).

"Rules of Origin or Rules of Restriction? A Commentary on a New
Form of Protectionism," 11 Fordham International Law Journal 1
(1987).

"Dumping Margins and Material Injury: The USITC is Free to
Choose," 21 Journal of World Trade Law No. 4, p. 173 (1987).

"Injury Determinations in Antidumping and Countervailing Dufy
Cases: A Commentary on U.S. Practice,™ 21 Journal of World Trade
Law No. 2, p. 123 (1987).

"Torquemada and the Tariff Act: The Inquisitor Rides Again,® 20
International Lawyer 641 (1986).

“The Trade and Tariff Act of 1984: From the Customs Treatment of

Manhole Covers to the Return of Goods from Outer Space," 11
Syracuse Journal of International lLaw and Commerce 487 (1985).

"The U.S. International Trade Commission at Common Law: Unfair
Competition, Trademark and Section 337 of the Tariff Act," 18
Journal of World Trade Law No, 6, p. 497 (1984).

"countervailing Subsidized Imports: The International Trade
Commission Goes Astray," 2 UCLA Pacific Basin Law Journal 1 (1983).

"Restructuring Executive Branch Trade Responsibilities: A Half-
Step Forward," 12 Law and Policy in International Business 611
(Georgetown University Law Center 1980) (Co=author).
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Book Reviews

"protectionism and the Rise of Unfair Trade,% 27 Journal of World
Trade No. 6, p. 187 (1993) (reviewing P.S. Nivola, REGULATING

UNFAIR TRADE).

20 International Business Lawyer No. 9, p. 491 (1992) (reviewing
J.H.J. Bourgeois, Ed., SUBSIDIES AND INTERNATIONAL TRADE).

20 International Business Lawyer No. 9, p. 492 (1992) (reviewing P.

Morici, A NEW SPECIAL RELATIONSHIP: FREE TRADE AND U.S.-CANADA

ECONOMIC RELATIONS IN THE 1990s).

18 International Business Lawyer No. 7, p. 329 (1990) (reviewing
Johnston, Ed., LAW & PRACTICE OF UNITED STATES REGULATION OF

INTERNATIONAL TRADE).

18 International Business Lawyer No. 4, p. 185 (1990) (reviewing
Simmonds and Hill, LAW AND PRACTICE UNDER THE GATT) .

"The Capture of the Antidumping Law," 14 Yale Journal of Interna-
tional Law 182 (1989) (reviewing J. Bhaqwati_, PROTECTIONISM) .

6 Dickinson Journal of International Law 135 (1987) (reviewing B.
Schwartz, LIONS OVER THE THRONE: THE JUDICIAL REVOLUTION 1IN
ENGLISH ADMINISTRATIVE LAW). - )

12 North cCarolina Journal of International Law and c::ma:chi
Regulation 465 (1987) (reviewing I. Van Bael & J. F. Bellis,
INTERNATIONAL TRADE LAW AND PRACTICE OF THE EUROPEAN COMMUNITY) .

21 Journal of World Trade Law No. 5, p. 97 (1987) (reviewing U.S:

International Trade Commission, STANDARDIZATION OF RULES OF ORIGIN
and THE IMPACT OF RULES OF ORIGIN ON U.S. IMPORTS AND EXPORTS).

Articles: Business and gGeneral

"Antitrust Rules and the GATT,® Journal of Commerce, March 18,

1994.

“Supporting Dolphins and GATT," Journal of Commerce, October 1,
1991.

"The Anti-Dumping Straw Man," Journal of Commerce, December 26,
1950.

“La Sezione 301 dell’ U.S. Trade Act,” Italian Awmerican Business,
September/October 1990.

"Letter to a Trade Minister," Journal of Commerce, December 4,
1989.
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"Dumping: Legalized Protectionism," Trade With Italy, November
1989 d

“Antidumping Mania," Italian American Business, September/October
1989.

"Don’t Auction Import Quotas,” Trade With Italy, November 1988,

"Rules of Origin or Rules of Restriction?® Norwegian-aAmerican
Commerce No. 3, 1988.

"No End to Origin COnfusion,' Journal of Cbnmarca, September 12,
1988. .

"Turkeys Masquerade as Peacocks," Journal of Commerce, June 10,
1988.

"customs’ Crime Data Migleading," Journal of Commerce, February 12,
1988. .

MRules of Origin or Rules of Restriction?," Trade With Italy,
January 1988.

"Hidden Rules of Protectionism," Journal of Commerce, December 16,
1987.

"customs Squeezes the Innocent," Journal of Cbmmerca, July 26,
1987.

"Dumping -- The Double Standard," Journal of Commerce, June 24,
1987,

"Intellectual Property: A ’Commodity’ of Growing Importance in

International Trade," Norwegian-American Commerce, No. 4, 1985.

"Gingham Cloth Jar Lids: USITC Puts Smucker in a Jam," Belgian
American Trade Review, July - Aug. 1985.

"Intellectual Property: An Emerging Issue in International Trade,"
Business Korea, April 1985.

"U.S. Industry Discovering A Neglected Legal Tool," Business Korea,
Feb, 1985,

"The Doctrine of ‘Common Law’ Trademark - Possible Problens for
Imports," Trade with Italy, Nov. Dac. 1984.

March 18, 1994
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Richard G. Dearden is a scnior partner in the Ottawa Office of Gowling, Strathy &
Henderson, one of Canada’s largest law firms, Ms. Dearden specializes in international trade
lew and is one of the Canadian counsel advising the Government of Mexico (SECOFI) about
the North American Free Trade Agreement anil its implementation by Canada. Mr. Dearden
sdvised the Office of the United States Trade Representative regarding Chapter 19 of the
Canada-U.S. Free Trade Agreement and Canada’s implementation of the Canada-U.S, Free
Trade Agreement.

Mr. Dearden acts as counsel in entidumping and countervail cases heard before the
Canadian International Trade Tribunal and presently Chairs the Chapter 19 Binationa! Panel

reviewing the U.S. Department of Commerce’s final determination that Canadian sofiwood

Iumber is subsidized.

Mr. Dearden has written extensively on trade matters including co-authoring the Free-

Trade Law Reporter, the Canadian Trade Law Reporier and the newsletter the Free Trade
Observer.
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Richard G. Dearden International Trade Law

Rick Dearden is a snicr partmr in the Oviawa qffice of Gowling, Strathy & Henderson who Timits hls
proctice 1o tmurnational trode low ond Chorter of Righis Rrigotion, A frequent speoker and prolific
writer, he has been tnvolved af the highest levels in both the Canada-US. Free Trade Agreement and e
Norsh America Free Trode megoliations.

International Trade Negotiations:

Contract with the Government of Mexico to provide international trade law advice during the
negotiation of a North Americe Free Trade Agreement. This contract requires the provision of
legal advice regarding all aspects of thé NAFTA, including its drafting, negotiation &nd
implementation.

Contract with the Office of the United Stafes Trade Representative with respect to the binational
pancis created by Chapter 19 of the Canada-U.S. Free Trade Agreement. These pancls review
final antidumping and countervail determinations rendersd in the U.S. and Canada. The
"requircments” section of this contract state: '
The services needed consist of consultstion with and weitten summaries by one or more Canadizn
attorngys highly experienced in the substance and procedure of Canadian admiulstrative practice and
quasi-judicial and judicial review in Canadian AD/CYD cases. The qualified pemon(s) would have -
substantial knowledge and experience concerning Canads’s Special Import Measures Act, its Federal -
Court Act, other Cansdian statutes, Canadian commnon law, and regulations and procedures of Canada
AD/CVD declsion-making and reviewing suthorities. This expertise is unique 1o & small sumber of
Canadian attoradys speciafizing in Canadian trade law and litigation.

Contract with the Office of the United States Trade Representative to examine, analyze and prepare
memoranda with respect to Canadian compliance with the Canada-U.S, Free Trade Agreement.
The "requirements” section of this contract statc in part:

Ssetion 101(c) of the Unmited Staes-Camada Free Trade Agreement lmplememtation Act vequires the
United States Trade Representstive to report to the Congress on major existing Comadian peactioes (and
thelr legal suthority In Canads) that the U.S.T.R. considers will require change in order to conform with
Canada't obligations under the F74. This report will be wsed a4 & basis for the Presldent’s determination
of Canadisn compliance...

In compiling the section 101(c) report, and in preparing to advise the President... the Office of the USTR
must have recowrse to a considerable amount of Canadian Jegal expertise.... As 8 practical maticr, the
depth and range of legal expertise required s only available from a large, multi-faceted Canadian law
firm..,

Canadian legal couase! will be requested to examine analyze and prepare memoranda with respect o the

question of whether current major Canadian governmental practices comply with the provisions of the
FTA. Counsel will be expected to include ln His examination major current and draft or proposed local,

provincisl, and federal Jaws, regulstions, procedures, practices, and policies that may materially affect
compliance with Canada®s obligations under the FIA at the date of its satry into force...
Contract with Ontario’s Ministry of Industry, Trade and Technology (September, 1988) regarding
GATT panel reports dealing with existing GATT srrangements affecting trade in services. The
"requirements” section of this conmminparc
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Richard G. Dearden Page 2

In ordes to assess the possible impact of including scrvices in the QATT, h is necessary to evaluate how
disputes over sarvices industries and issves have been dealt with under existing GATT, srrangements....
This research project would be conducted in two steges. Pint, a review of GATT Panel reports and
dispuie settlement would de conducied In order 1o determine whother and 2o what extent any are
qpuabknmmmmm Becond, once identified, any applicable disputes
would be analyzed...

Legal Opinions:

Legal opinions regarding theGenem!Ag'eementOnTariffsAndTndemdtthAﬂCodcsu
they affect trade in goods and services; the North American Free Trade Agreement; the Canada-
U.S. Froe Trade Agreement; customs matters {valuation, classification, scizures); antidumping and
countervail actions; safeguard petitions; export and import controls. These opinions require
knowledge of international agreements such as the GATT, the North American Free Trade
Agreement and the Canada-U.S. Free Trade Agreement as well as legislation such as the Special
Import Measures Act, the Customs Act, the Customs Tariff, tthxportandlmporthts Act
and Regulations issued pursuant to these statutes.

Counsel:

Counsel in trade cases held before the Canadian International Trade Tribumal, the Federal Court
of Canada and binational pancis established under the Canada-U.S. FTA. These cases involve
antidumping actions, countervall actions, customs tariff classification appeals, customs valvation
appeals, customs seizues, and export and import controls.

Panelist:
Chair of the Chapter 19 Canada-U.S. FTA panel reviewing U.S. countervailing duties imposed
upon Canadian exports of softwood lumber (U.5.A.-92-1904-01).

Appointments:

Cagada-U.S. Free Trade Commission - Panellist - binstional dispute resolution mechanism .
established pursuant to Chapter 18 of the Canada-U.S. Fres Trade Agreoment. _

- International Bar Agsociation - Vice Chairman - Trade and Customs Law Subcommittee.

Awards:
Georgetown University Leadership Seminar Certificate of Mesit (School of Foreign Service).

Associations:

The Advocates Society
. International Bar Association - Anti-Trust end Trade Law Committee
. American Bar Agsociation - Section of International Law and Practice
. Canadian Bar Association
. The Canadian Council on International Law.
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Richard G. Dearden Books, Papers & Lectures

CCH CANADIAN LIMITED

Canadian Trade Law Reporter (Richard G. Dearden & Kate Murray)
Free Trade Law Reporter (Richard G. Dearden & David Palmeter)
"The Free Trade Observer® (a momth!y newsletter updating the Free Trade Law Reporter

"Canadian Trade Law Reports” (s manthly newsletter updating the Canadion Trade Law
Reporter)

Living With Free Trade (Editors; Richard G. Dearden, Michac] M. Hart, Debra P, Steger
- 1990)

The Canada-U.S. Free Trade Agreement - Commentary and Related Documents ().D.
Richard & Richard G. Dearden)

The Canada-U.S. Free Trade Agreement - Commentary and Related Documents ().D.
Richard & Richard G. Dearden)

INTERNATIONAL BAR ASSOCIATION :
SECTION ON BUSINESS LAW - ANTITRUST AND TRADE LAW COMMITTEE

Co-Editor - Antitrust and Trede Law Committee Newsletter (1987-1991)

"U.S. Exporter’s Guide to Trade Remedy Actions in Canads® and "The Canada-U.S.
Free Trade Agreement” (Atlanta, Georgia - 1988) |
Canada’s Conversion of the Customs Tariff to Conform to the International Convention )
on the Harmonized Commodity Description snd Coding System” (London, <
England - 1987)

"Recent Developments in Canadian Trade Law® (Singapore - 1985)

S

WASHINGTON FOREIGN LAW SOCIETY
"A Mexico-U.S. Free Trade Agreement: The View from Canada” (Washington - 1990)

GENERACION EMPRESARIAL MEXICANA

"Canada, U.S.A. and Mexico - An Invitation to Prosperity” - North American Forum (Simi
Valley, California - 1992)
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AMERICAN BAR ASSOCIATION
Antidumping Procedures in Canada, The European Communities and Mexico (Washington -
September, 1991)

"The Jurisprudence of the U.S.-Canada Free Trade Agreement - Where We Stand Today”
(Washington - 1991) R

THE FOOD AND DRUG LAW INSTITUTE
"The Canada-U.S. Free Trade Agreement® (Washington - 1990)

TAX EXECUTIVES INSTITUTE, INC.
"The Canada-U.S. Free Trade Agreement” (Annual Canadian Conference - Ottawa - 183)

"The Canada-U.S. Free Trade Agreement® (38th Midyear Conference - Washington, - DC-
1988) S

The Charter of Rights and Reverue Canada” (Toronto Chapter - 1984)

- CANADIAN CHAMBER OF COMMERCE

International Affairs Committee - "Dispute Resolution Mechanisms Under the Canada -
U.S. Free Trade Agreement” (Ottawa - 1989) :

CANADIAN COUNCIL ON INTERNATIONAL LAW

"Resolving Disputes in Canada - United States Trade Relations; The Canadian System”
(Ottaws - October, 1987)

THE CENTRE FOR TRADE POLICY AND LAW
(UNIVERSITY OF OTTAWA/CARLETON UNIVERSITY)

"International Trade end Sustainable Development” (Planning Commitice - 1992)
"Trade Policy in the 1990's" (Plaoning Committec - 1991)

"Due Process and Transparcncy in Trade: International Rules and Domestic Procedures”
(Planning Committes - 1990)
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"Living With Free Trade - Canada, the Frec Trade Agreement and the GATT™ (Planning
Committee - 1989)

Canada-U.S. Frec Trede Agreement; Analysis of the Text - “Antidumping and
Countervailing Duty Provisions - Judicial Review by Binationsl Panels” (Planning
Committee - 1988) '

*Conference on Canada and International Trade: Law, Business and Policy" (planning
Committee ~ 1985)
-3
THE INSTITUTE OF CHARTERED ACCOUNTANTS OF ONTARIO
"The Canada-U.S. Free Trade Agreement” (Toronto - 1988)

CANADIAN PAPER BOX MANUFACTURERS ASSOCIATION

"How will the Elimination of Customs Duties and the Creation of Dispute Resolution
Mechanisms Affect Canada’s Independence™ (Toronto - 1988)

KITCHENER-WATERLOO ESTATE PLANNING COUNCIL
"Canada-U.S. Free Trade Agreement” (1987)

CANADIAN INSTITUTE OF CHARTERED ACCOUNTANTS
COMMODITY TAX SYMPOSIUM

L4

“The Dispule Settlement Mochanisms Under Chapters 18 and 19 of the Canada-U.S. Free
Trade Agreement” (Ottawa - 1990)

"The Special Import Measures Act" (Montreal - 1986)
"Construction Contracts - Tax apd Duty Clauses® (Otftawa - 1985)

"The Access to Information Act - Requests for Information from Revenue Canada -
customs and Excise” (Toronto - 1983)

*The Judicial Review of Decisions Made by the Minister of National Revenue and the
Deputy Minister of National Revenue for Customs and Excise Pursuant to
the Customs Act, Excise Tax Act and the Anti-dumping Act” (Toronto - 1982)

"Judicial Review of Decisions of the Tariff Board and the Anti-dumping Tribunal” (Mont
St. Maric - 1981)
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CANADIAN INSTITUTE OF CHARTERED ACCOUNTANTS
CUSTOMS COURSE

“Non Teriff Barriers® and "The Canade-U.S. Free Trade Agreement” (Toronto - 1987 &
1988)

1

CANADIAN INSTITUTE OF CHARTER:EJ ACCOUNTANTS
COMMODITY TAX COURSE

*Value For Duty - The Transaction'Valus System" (Toronto - 1986)
"Value for Duty” (Toronto - 1985)
*The Transaction Value Method of Valuation - The Proposed Customs Valuation

Provisions" (Toronto - 1984)
CANADIAN TAX FOUNDATION

Federal Sales Tax Conference - "Part IV of the Draft Amendments 1o the Excise Tax Af-
Licences and Authorizations; Joint and Several Liability; Diversions” (1982)

CANADIAN MANUFACTURERS ASSOCIATION
SYMPOSIUM
"Taxpayers Rights Under the New Constitution” (1985)

THE RAWSON ACADEMY OF AQUATIC SCIENCE S
"Water and the Free Trade Agreement” (Toronto - 1988)

CANADIAN IMPORTERS ASSOCIATION

Importweek - "The Protection of Personsl Information - Part IV of the Canadian Hiuman
Rights Act” (1983)

CANADIAN COMPUTER LAW REPORTER
"Customs Valuation of Computer Software" (1985)
*Tariff Classification of Computer Hardware” (1984)
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CUSTOMS BROKERS ASSOCIATION OF CANADA
Bulletin - "The Canadian international Trade Tribunal - Bill C-110"

REVENUE CANADA CUSTOMS COLLEGE

"The Defence Counscl’s Perspective® - lectre to Special Investigations Unit - Excise
(Rigeud, Québec - 1989 & 19%0)

)
CITY OF LONDONAITY OF WINDSOR
OPERATION TRADE WINS SYMPOSIUM

"Dispute Resolution Mechanisms Under the Free Trade Agreement” (1989)

THE CANADIAN INSTITUTE
"The Canadian International Trade Tribunal - The Path it is Charting" (Toronto - 1989)
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